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Before Sims, Hairston and Bottorff, Adm nistrative
Trademar k Judges.
Opinion by Bottorff, Adm nistrative Trademark Judge:

On February 22, 2000, applicant filed the above-
captioned application, by which it seeks registration on
the Principal Register of the mark DYNAM CALLY CONTROLLED
CRYSTALLI ZATI ON SYSTEM for C ass 42 services recited in the
application, as anended, as foll ows:

Scientific research in the field of protein

crystallization, growh and structures, nanely,
growi ng crystals of proteins, DNA and RNA,
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determ ning the nmacronol ecul ar structure of

crystals, crystal diffractions, crystal

t opography, and crystal mcro exam nation;

growi ng crystals enploying the earth’s

gravitational field, mcrogravity, |levitational

techni ques, using gradients, artificial

intelligence and other novel crystallization.

Scientific research in the field of cell growh

st udi es.
The application was filed as an intent-to-use application
under Trademark Act Section 1(b), 15 U S. C. 81051(hb).
After initial exam nation, publication of the mark for
opposition, and issuance of a Notice of Allowance,
applicant filed a Statenent of Use, in which it alleged
March 1998 as the date of first use of the mark anywhere
and the date of first use of the mark in conmerce. During
initial exam nation, applicant voluntarily disclained the

exclusive right to use CONTROLLED CRYSTALLI ZATI ON SYSTEM

apart fromthe mark as shown.?

1 W note that the substitute speci mens applicant submitted
during exam nation of the Statenment of Use appear to belie
applicant’s contention, made during initial exam nation of the
application, that the wordi ng DYNAM CALLY CONTRCLLED has no
descriptive significance as applied to the services. For
exanpl e, the specinen states that “Bi oSpace International, Inc.
(BSI) is dedicated to producing i nnovative, state-of-the-art

t echnol ogy, products and services which all ow precise, dynanic
control of protein crystallization on Earth and in Space.”
(Enphasi s added.) However, because the Trademark Exam ni ng
Attorney has not refused registration of applicant’s mark on the
ground of nere descriptiveness, the issue is not before us in
this appeal
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At issue in this appeal is the Trademark Exam ni ng
Attorney’s final refusal of registration on the ground that
the matter sought to be registered, as it is used on
applicant’s specinens, fails to function as a service mark
for the recited services, but rather is used only to
identify a process, systemor nethod used by applicant in
connection with the recited services. Trademark Act
Sections 1, 2, 3 and 45, 15 U S.C. 881051, 1052, 1053 and
1127.

Applicant and the Tradenmark Exam ning Attorney have
filed maiin appeal briefs. Applicant did not file a reply
brief, and did not request an oral hearing. W affirmthe
refusal to register.

The Trademark Act provides for registration of a
service mark which has been used in commerce. Tradenark
Act Sections 1(a)(l1) and 3, 15 U S. C. 881051(a)(1) and
1053. The Act defines a “service mark” as a mark which is
used “to identify and distinguish the services of one
person, including a unique service, fromthe services of
others and to indicate the source of the services, even if
that source is unknown,” and further provides that a
service mark is “use[d] in comerce” “when it is used or

di splayed in the sale or advertising of services and the
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services are rendered in commerce...” Trademark Act Section
45, 15 U.S.C. 81127.

It is settled that a designation which is used nerely
to identify a process, nethod or system does not function
as a service mark. As the predecessor to our primary
reviewi ng court has stated:

The requirenent that a mark nust be ‘used in

the sale or advertising of services’ to be

regi stered as a service mark is clear and

specific. W think it is not net by evidence

whi ch only shows use of the mark as the nane of

a process and that the conpany is in the

busi ness of rendering services generally, even

t hough the advertising of the services appears

in the sane brochure in which the nane of the

process is used. The mninmumrequirenent is

sone direct association between the offer of

services and the mark sought to be registered

therefor. [Enphasis in original.]
In re Universal G| Products Conpany, 476 F.2d 653, 177
USPQ 456, 457 (CCPA 1973). See also In re Hughes Aircraft
Co., 222 USPQ 263 (TTAB 1984); In re Vsesoyuzny Ordena
Trudovogo Krasnogo Ananeni Nauchoi ssl edovat el sky Gor no-
Met al | ur gi chesky Institut Tsvetnykh Mettal ov “Vnitsvetnet”,
219 USPQ 69 (TTAB 1983); Liqgwacon Corporation v. Browning-
Ferris Industries, Inc., 203 USPQ 305 (TTAB 1979); In re
J.F. Pritchard and Conpany and Kobe Steel, Ltd., 201 USPQ
951 (TTAB 1979); In re Produits Chi m ques Ugi ne Kuhl mann

Soci ete Anonyne, 190 USPQ 305 (TTAB 1976); and Ex parte
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Phil l'i ps Petrol eum Conpany, 100 USPQ 25 (Commrir Pats.
1953). However, “while a termused nerely to identify a
process does not performthe function of a service nmark, a
termused to identify both a process and the services
rendered in connection therewith constitutes a service mark
wi thin the neaning of the Trademark Act.” |In re Hughes
Aircraft Co., supra, 222 USPQ at 264; see also In re
Produi ts Chi m ques Ugi ne Kuhl mann Soci ete Anonyne, supra,
190 USPQ at 306 (TTAB 1976) and cases cited therein.
Mor eover,

[t] he question of whether or not a termused as

the name of a process also functions as a

service mark nust be determ ned by exam ning

t he speci nens of record along with any ot her

mat eri al made of record by applicant during the

prosecution of [the application]. This wll

allow a determ nation of the comerci al

i npression created by the termas used by

appl i cant.
In re Hughes Aircraft Co., supra, 222 USPQ at 264. See
al so Ligwacon Corporation v. Browning-Ferris Industries,
supra, 203 USPQ at 318 (TTAB 1979).

In the present case, the specinens submtted by

applicant consist of various brochures adverti sing
applicant’s services. W have carefully reviewed these

speci nens, and we concl ude that the designation applicant

seeks to register, DYNAM CALLY CONTROLLED CRYSTALLI ZATI ON
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SYSTEM clearly is used by applicant and woul d be
understood by purchasers solely as the nane of the nethod
or systemthat applicant uses in rendering the services
recited in the application. |ndeed, the brochures
repeatedly and expressly state that applicant’s DYNAM CALLY
CONTROLLED CRYSTALLI ZATION SYSTEM is a “system” “nethod,”
“process” or “technology.” For exanple (in these excerpts,
the bold type is applicant’s enphasis, and the underli ning

is the Board s enphasis):

BSI has devel oped a new system — the

Dynam cally Controlled Crystallization System —
DCCS™ - (patent pending) which allows conputer
controlled variations of crystallization

condi tions...

A conpact, sealed mcrogravity unit has been
devel oped for use in Space to determ ne the
effects of mcrogravity on the process for
NASA.

The Dynamically Controlled Crystallization
System™ has clear potential as a systemfor

aut omat ed screening of crystallization
conditions over a wide range of variabl es using
m ni mal anounts of sanpl e.

BSI believes that its systemw || inprove the
quality of crystallized proteins and provide
researchers far greater precision in the
protein crystal growth process.
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Solubility Profiles of the 3 Predom nant
Met hods Used in Protein Crystall ography
-Mcrobatch is used in automated robotic
syst ens
-Vapor Diffusion is the nost w dely used
met hod
-The Dynamcally Controlled Crystallization
System™using dialysis is the nethod used
by BSI Proteon cs

BSI Proteom cs DCCS™ Technol ogy
-Conputer controlled dialysis
-Permits predeterm ned control of the rate
at which the protein approaches the
nucl eati on cl oud poi nt
-Variabl e vol une requirenents
-2ul to 40 ul
-Equilibrates within 60-m nutes or as |ong
as 3-weeks (as needed)

It is apparent that DYNAM CALLY CONTROLLED
CRYSTALLI ZATI ON SYSTEM i s not used in these brochures to
identify applicant’s protein crystallization services and
to distinguish themfromthe protein crystallization
services of others, but rather is used to identify
applicant’s nethod of protein crystallization and to
di stinguish that nmethod fromalternative nethods used by
others.? In the brochures, the designations which are used

by applicant (and which woul d be perceived by purchasers)

2 In the brochures, applicant’'s use of the “TM synbol in
conjunction with the designation it seeks to register does not
aid applicant’s contention that the designation is used as a
service mark for the recited services. This would be so even if
appl i cant had used the synbol “SM rather than “TM” See In re
Rem ngton Products Inc., 3 USPQ2d 1714 (TTAB 1987); In re Anchor
Hocki ng Corp., 223 USPQ 85 (TTAB 1984); In re M nnetonka, Inc.,
212 USPQ 772 (TTAB 1981).
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as indicators of the source of the services, per se, are
Bi oSpace International, Inc., BioSpace, BSI, and BSI
Proteom cs, as is apparent fromthe foll ow ng excerpts

(enphasi s added):

Bi oSpace International, Inc. (BSI) is dedicated
to producing innovative, state-of-the-art

t echnol ogy, products and services which all ow
preci se, dynam c control of protein
crystallization on Earth and in Space. BSI’'s
Dynam cally Controlled Crystallization System —
DCCS™ reduces the tine and resources
traditionally needed for protein
crystallization, and will dramatically inprove
the crystallization of proteins that have been
difficult or inpossible to crystallize in the
past .

M ssion Statenent: BSI Proteom cs is paving
the way for the discovery of new drugs with
DCCS™ and is dedicated to the production if

i nnovative state-of-the-art technol ogi es,
products, and services, which allow preci se,
dynam c control of protein crystallization for
structure elucidation | eading to new drug

di scoveri es.

Bi oSpace International, Inc. is a biotechnol ogy
conpany which is focusing on technol ogi es
related to protein crystal gromh in the

| aboratory and in mcrogravity environnent.

BSI has devel oped a new system — the

Dynam cally Controlled Crystallization System —
DCCS™ - (patent pending) which allows conputer
controlled variations of crystallization
conditions...

BSI believes that its systemw /|| inprove the
quality of crystallized proteins and provide
researchers far greater precision in the
protein crystal growth process.
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Four of Bi oSpace’s DCCS™ comer ci al systens

will be flown on the Space Shuttle in the fal

of 1998.

BSI is currently interested in evaluating DCCS™
with a variety of proteins and conditions to
determ ne the breadth of applications possible
and future research needs in this area.

Exanpl es of Proteins Crystallized by BSI
Pr ot eom cs...

The Dynamically Controlled Crystallization

System™using dialysis is the nethod used

by BSI Proteom cs

Appl i cant has not pointed to a single instance in

whi ch DYNAM CALLY CONTROLLED CRYSTALLI ZATI ON SYSTEM i s used
in these brochures as a mark identifying applicant’s
services, per se, and distinguishing themfromthe services
of others, and we can find no such usage ourselves. W
t herefore conclude that the conmercial inpression created
by DYNAM CALLY CONTROLLED CRYSTALLI ZATI ON SYSTEM as t hat
designation is used in applicant’s specinens, is solely
that it is the nane of the proprietary nmethod or process
that applicant uses in rendering the recited services. The
specinens fail to show the requisite “direct association
between the offer of services and the mark sought to be
regi stered therefor.” 1In re Universal Ol Products
Conmpany, supra, 177 USPQ at 457. Accordingly, the

designation fails to function as a service mark for the
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recited services. Applicant’s conclusory argunment to the

contrary is not persuasive.

Decision: The refusal to register is affirmed.
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